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REMARKS 

Applicants have reviewed the Office Action dated February 16, 2006 (hereinafter "Office 
Action"), and the references cited therewith. 

Claims 1, 3-5, 9, 14-15, 18-20, 22-23, and 26 are currently amended. Claims 28-36 are 
added. No claims are canceled. As a result, claims 1-36 are now pending in this application. 
Applicants submit that the amendments and additions to the claims are fully supported by the 
patient application as originally filed, and no new matter has been added. 

Applicants hereby respectfully request further examination and reconsideration of the 
application in view of the following remarks. 

$102 Rejection of the Claims 
Claims 1-2, 4-6, 8-10, 14, 17-18 and 21 were rejected under 35 U.S.C. § 102(b) as being 
anticipated by Ward et al. (U.S. Patent No. 6,212,416). Applicants respectfully traverse such 
rejections. 

Anticipation requires that the claimed subject matter be identically disclosed in the prior 
art. In re Arkley, 172 USPQ 524, 526 (CCPA 1972). The reference relied upon must teach or 
suggest all the elements and/or limitations of the claims. See In re Wilson, 424 F.2d 1382, 1385, 
165 USPQ 494, 496 (CCPA1970)(stating "fajll words in a claim must be considered in judging 
the patentability of that claim against the prior art")(emphasis added). 

Claims 1-2, 4-6, and 8: 
Applicants submit that not all claimed elements and/or limitations can be found in the 
cited reference (Ward), as required by In re Arkley at page 526. For at least this reason, 
Applicants respectfully request withdrawal of the rejection of claims 1-2, 4-6, and 8. 

Claim 1: 

Applicants cannot find (nor has the Office Action identified) in Ward all claimed 
elements and/or limitations of claims 1-2, 4-6, and 8. For example, Applicants' claim 1 recites in 
part, "[a]n apparatus comprising: an implantable device including at least one of a lead or a 
cardiac rhythm management device, the implantable device having a device body; one or more 
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chemical sensors coupled with the device body; and a drug eluting substance." As an initial 
note, Applicants point out that the implantable device having the device body and the one or 
more chemical sensors are separate elements. The distinction between the implantable device 
having the device body and the one or more chemical sensors is evident from the language of 
claim 1. For instance, Applicants' claim 1 recites (in part) that the "one or more chemical 
sensors [are] coupled with the device body," as opposed to being part of the device body as 
appears to be the position taken by the Office Action. 

The Office Action failed to identify in Ward, among other things, an implantable device 
(particularly, at least one of a lead or a cardiac rhythm management device) having a device 
body that is distinct from (although couplable with) the one or more chemical sensors and any 
body associated therewith. According to the Office Action, "Ward discloses an implantable 
glucose sensor having a disc-shaped sensor body and a drug eluting polymeric matrix." (Office 
Action, page 2). Applicants submit that such assertion fails to identify an implantable device 
having a device body, which is separate from one or more sensors, as claimed. 

Because not all elements and/or limitations of Applicants' claim 1 can be found in Ward, 
Applicants respectfully request withdrawal of this basis of rejection of claim 1. Claims 2, 4-6, 
and 8 are dependent on claim 1 and are patentable over Ward for the reasons stated above, in 
addition to the elements and/or limitations in such claims. 

Claim 4: 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claims 1-2, 4-6, and 8 over Ward, Applicants cannot find (nor has the Office Action identified) 
an apparatus "wherein the drug eluting substance is coated directly on the chemical sensor," as 
recited in Applicants' claim 4. Rather, as pointed out by the Office Action, "Ward discloses . . . 
a drug eluting polymeric matrix . . . coated around the outer perimeter 304 of the sensor." 
(Office Action, page 2; Ward, col. 11, line 15 - col. 12, lines 20; FIGS. 16A, 16B). The Office 
Action further stated "Ward does not disclose painting the drug directly on the device body," but 
rather discloses, "disposing] [the drug] as a tape around the perimeter of the sensor" (i.e., 
adjacent to the sensor). (Office Action, page 5). 

Because not all elements and/or limitations of Applicants' claim 4 can be found in Ward, 
Applicants respectfully request withdrawal of this basis of rejection of claim 4. 
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Claims 9 -11: 

Applicants submit that not all claimed elements and/or limitations can be found in the 
cited reference (Ward), as required by In re Arkley at page 526. For at least this reason, 
Applicants respectfully request withdrawal of the rejection of claims 9-11. 



Claim 9: 

Applicants cannot find (nor has the Office Action identified) in Ward all claimed 
elements and/or limitations of claims 9-11. As one example, Applicants' claim 9 recites in part, 
"[a]n apparatus comprising: an implantable device including a lead adapted to assist in 
conducting one or more electrical signals to and from a heart, the lead having an intravascular 
device body." Applicants again point out that the implantable device having the intravascular 
device body and the one or more blood monitoring sensors coupled with such body are separate 
elements. To this end, Applicants hereby incorporate by reference the relevant arguments stated 
above with respect to claim 1 (e.g., that the Office Action failed to identify in Ward an 
implantable device (particularly, a lead adapted to assist in conducting electrical signals to and 
from a heart) having a device body that is distinct from the one or more blood monitoring 
sensors and any body associated therewith). 

As another example, Applicants cannot find (nor has the Office Action identified) in 
Ward "a drug eluting substance disposed on the one or more blood monitoring sensors," as 
further recited in Applicants' claim 9. To this end, Applicants hereby incorporate by reference 
the relevant arguments stated above with respect to claim 4 (e.g., that Ward does not disclose 
disposing a drug directly on one or more blood monitoring sensors, but rather discloses disposing 
a drug adjacent the perimeter of the sensor(s)). 

Because not all elements and/or limitations of Applicants' claim 9 can be found in Ward, 
Applicants respectfully request withdrawal of this basis of rejection of claim 9. Claims 10 and 
1 1 are dependent on claim 9 and are patentable over Ward for the reasons stated above, in 
addition to the elements and/or limitations in such claims. 
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Claims 14 and 17: 

Applicants submit that not all claimed elements and/or limitations can be found in the 
cited reference (Ward), as required by In re Arkley at page 526. For at least this reason, 
Applicants respectfully request withdrawal of the rejection of claims 14 and 17. 

Claim 14: 

Applicants cannot find (nor has the Office Action identified) in Ward all claimed 
elements and/or limitations of claims 14 and 17. For example, Applicants' claim 14 recites in 
part, "[a]n apparatus comprising: an implantable device including at least one of a lead adapted 
to assist in conducting electrical signals to and from a heart or a cardiac rhythm management 
device electrically couplable to the heart for sensing or stimulating thereof, the implantable 
device having a device body; means for sensing a chemical substance coupled with the device 
body." Applicants again point out that the implantable device having the device body and the 
means for sensing a chemical substance coupled with the device body are separate elements. To 
this end, Applicants hereby incorporate by reference the relevant arguments stated above with 
respect to claim 1 (e.g., that the Office Action failed to identify in Ward an implantable device 
(particularly, at least one of a lead adapted to assist in conducting electrical signals to and from a 
heart or a cardiac rhythm management device electrically couplable to the heart for sensing or 
stimulating thereof) having a device body that is distinct from the means for sensing a chemical 
substance and any body associated therewith). 

Because not all elements and/or limitations of Applicants' claim 14 can be found in 
Ward, Applicants respectfully request withdrawal of this basis of rejection of claim 14. Claim 
17 is dependent on claim 14 and is patentable over Ward for the reasons stated above, in addition 
to the elements and/or limitations in such claims. 

Claims 18 and 21: 

Applicants submit that not all claimed elements and/or limitations can be found in the 
cited reference (Ward), as required by In re Arkley at page 526. For at least this reason, 
Applicants respectfully request withdrawal of the rejection of claims 18 and 21. 
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Claim 18: 

Applicants cannot find (nor has the Office Action identified) in Ward all claimed 
elements and/or limitations of claims 18 and 21. As one example, Applicants' claim 18 recites in 
part, "[a] method comprising: providing an implantable device having a device body, including 
providing at least one of a lead adapted to assist in conducting electrical signals to and from a 
heart or a cardiac rhythm management device electrically couplable to the heart for sensing or 
stimulating thereof; coupling a chemical sensor with the device body." Applicants yet again 
point out that the implantable device having the device body and the chemical sensor coupled 
with the device body are separate elements. To this end, Applicants hereby incorporate by 
reference the relevant arguments stated above with respect to claim 1 (e.g., that the Office Action 
failed to identify in Ward an implantable device (particularly, at least one of a lead adapted to 
assist in conducting electrical signals to and from a heart or a cardiac rhythm management device 
electrically couplable to the heart for sensing or stimulating thereof) having a device body that is 
distinct from the chemical sensor and any body associated therewith). 

Similarly, as another example, Applicants cannot find (nor has the Office Action 
identified) in Ward "disposing a drug eluting substance on a portion of the device body," as 
further recited in Applicants' claim 18. As stated above, Applicants cannot find and the Office 
Action has failed to identify (in Ward) an implantable device having a device body, which is 
separate from the chemical sensor and any body associated therewith. It follows that Applicants 
cannot find and the Office Action has failed to identify (in Ward) the disposition of a drug 
eluting substance on the device body (of the implantable device, such as at least one of a lead or 
a cardiac rhythm management device). 

Because not all elements and/or limitations of Applicants' claim 18 can be found in 
Ward, Applicants respectfully request withdrawal of this basis of rejection of claim 18. Claim 
21 is dependent on claim 18 and is patentable over Ward for the reasons stated above, in addition 
to the elements and/or limitations in such claims. 

$103 Rejection of the Claims 
Claims 3, 12-13, 15-16, 20, 22-23 and 27 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Ward et al. (U.S. Patent No. 6,212,416) as applied to claims 1, 9, 14 and 
18 above, and further in view of Matsuda et al. (U.S. Patent No. 5,462,976). Claims 7 and 24 
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were rejected under 35 U.S.C. § 103(a) as being unpatentable over Ward et al. (U.S. Patent No. 
6,212,416) as applied to claims 1 and 18 above, and further in view of Allais et al. (U.S. patent 
No. 3,056,727). Claim 1 1 was rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Ward et al. (U.S. Patent No. 6,212,416) as applied to claim 9 above. Claim 19 was rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Ward et al. (U.S. Patent No. 6,212,416) as 
applied to claim 18 above, and further in view of Herweck et al. (U.S. Publication No. 
2003/0153901A1). Claims 25-26 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Ward et al. (U.S. Patent No. 6,212,416) as applied to claim 18 above, and further in view of 
Goldburt et al. (U.S. Patent No. 4,900,136). Applicants respectfully traverse such rejections and 
submit that the Office Action has failed to make out a prima facie case of obviousness. 

To establish a prima facie case of obviousness, three criteria must be met. 

First, there must be some suggestion or motivation, either in the cited reference(s), or in 
the knowledge generally available to one of ordinary skill in the art, to modify the reference or 
combine reference teachings. MPEP § 2142 (citing In re Vaeck, 947 F.2d 488, 20 USPQ2d 
(BNA) 1438 (Fed. Cir. 1991)). According to In re Lee, "there must be some motivation, 
suggestion, or teaching of the desirability of making the specific combination that was made by 
the applicant." 61 USPQ2d 1430 (Fed. Cir. 2002)(citing In re Fine). As further stated by In re 
Lee, the "factual question of motivation is material to patentability, and [can] not be resolved on 
subjective belief and unknown authority." Id. (emphasis added). 

"We do not 'pick and choose among the individual elements of assorted prior art 
references to recreate the claimed invention,' but rather, we look for 'some teaching or 
suggestion in the references to support their use in the particular claimed combination.'" Symbol 
Technologies, Inc. v. Opticon, Inc., 935 F.2d 1569, 19 USPQ2d 1241 (Fed. Cir. 1991). 
Motivation to combine requires desirability, not merely a trade-off. Trade-offs often concern 
what is feasible, not what is necessarily desirable. Motivation to combine requires the latter. 
Winner International Royalty Corp. v. Wang, 202 F.3d 1340, 53 USPQ2d 15080 (Fed. Cir.), cert, 
denied, 530 US 1238 (2000). 

An invention is not obvious where prior art elements are from unrelated/non-analogous 
fields. "The combination of elements from non-analogous sources, in a manner that reconstructs 
the application's invention only with the benefit of hindsight, is insufficient to present a prima 
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facie case of obviousness." In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443, 1446 (Fed. Cir. 
1992). 

Second, the prior art reference(s) must teach or suggest all of the claim elements and/or 
limitations. MPEP § 2142. 

Third, there must be a reasonable expectation of success. MPEP § 2142. 

Claim 3: 

Applicants submit the Office Action has failed to make out a prima facie case of 
obviousness for claim 3 because, among other things, not all claim elements and/or limitations 
can be found in the cited references (Ward and Matsuda) individually or in combination, as 
required by MPEP § 2142, and because there is legally insufficient motivation to combine Ward 
and Matsuda, as required by In re Lee. 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claim 1 (from which claim 3 depends), Applicants cannot find (nor has the Office Action 
identified) in Ward nor Matsuda an apparatus "wherein the device body includes a cavity therein, 
the cavity disposed adjacent the one or more chemical sensors, the drug eluting substance 
disposed within the cavity," as recited in Applicants' claim 3. According to the Office Action, 
"Ward discloses an implantable glucose sensor with multiple cavities 82a-d disposed on the 
sensor body," but "does not specifically indicate that the drug eluting substance is precompressed 
with starch and disposed within the cavities." (Office Action, page 3; see also page 7). The 
Office Action went on to assert that "Matsuda teaches a particular method of disposing such a 
[drug eluting] substance on the body of a sensor." (Office Action, page 7). 

As discussed above, the implantable device (such as at least one of a lead or a cardiac 
rhythm management device) having the device body and the one or more chemical sensors are 
separate elements, and have both been claimed by Applicants in claim 3 via such claim's 
dependency on claim 1 . The distinction between the implantable device having the device body 
and the one or more chemical sensors is evident from the Applicants' claim language. As one 
example, Applicants' claim 1 recites (in part) that the "one or more chemical sensors [are] 
coupled with the device body," as opposed to being part of the device body as appears to be the 
position taken by the Office Action. As another example, Applicants' claim 3 recites (in part) 
that the cavity of the device body is "disposed adjacent [to] the one or more chemical sensors," 
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as opposed to being on a body of the one or more sensors, which is the position taken by the 
Office Action. 

Accordingly, Applicants cannot find (nor has the Office Action identified) all elements 
and/or limitations of claim 3, such as an implantable device having a device body with a cavity 
therein, one or more chemical sensors coupled with the device body, and a drug eluting 
substance disposed within the device body cavity such that the drug is positioned adjacent the 
one or more chemical sensors. Rather, the Office Action has asserted "[t]he combination of 
Ward and Matsuda suggest[ ] filling the cavities of a glucose sensor with a drug eluting 
substance compressed with starch and molded into a predetermined shape, such as a capsule." 
(Office Action, page 7; see also page 3). Such asserted combination clearly does not meet the 
elements and/or limitations of Applicants' claim 3. 

Notwithstanding the fact that the references do not teach or suggest all of the elements 
and/or limitations of claim 3, Applicants submit there is legally insufficient motivation to 
combine Ward and Matsuda. The Office Action has asserted "[i]t would have been obvious to 
one having ordinary skill in the art at the time the invention was made to fill the cavities of the 
glucose sensor as disclosed by Ward with the drug eluting substance consisting of 
dexamethasone or a platelet inhibitor incorporated into a GAG polymer matrix and compressed 
with starch into a capsule as taught by Matsuda since this allows for controlled release of the 
drug locally." (Office Action, page 3). The Office Action made such assertion despite the fact 
that it previously asserted that Ward, individually, "teaches that to minimize fibrotic tissue 
growth around the sensor, drugs such as dexamethasone and other corticosteroids can be 
incorporated into a polymer matrix disposed on the sensor that allows slow release of the drug 
locally." (Id.). 

It appears that the Office Action picked and chose from among individual elements of 
assorted references to recreate the claimed invention without some teaching or motivation in the 
references to support their use in the particular claimed combination. Applicants submit that 
such picking and choosing is prohibited by Symbol Technologies, Inc. 935 F.2d 1569. 

Because neither Ward nor Matsuda teaches or suggests all of the claimed subject matter 
of Applicants' claim 3, and further because no legally sufficient motivation to combine the 
subject matter of such references has been provided, Applicants respectfully request withdrawal 
of this basis of rejection of claim 3. 
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Claims 12 and 13: 

Applicants submit the Office Action has failed to make out a prima facie case of 
obviousness for claims 12 and 13 because, among other things, not all claim elements and/or 
limitations can be found in the cited references (Ward and Matsuda) individually or in 
combination, as required by MPEP § 2142, and because there is legally insufficient motivation to 
combine Ward and Matsuda, as required by In re Lee. 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claim 9 (from which claims 12 and 13 depend), Applicants cannot find (nor has the Office 
Action identified) in Ward nor Matsuda an apparatus "wherein the intravascular device body 
includes a cavity therein, and a pre-compressed drug substance is shaped to fit within the cavity," 
as recited in Applicants' claim 12. Applicants again point out that the implantable device having 
the intravascular device body and the one or more blood monitoring sensors coupled with the 
intravascular device body are separate elements. To this end, Applicants hereby incorporate by 
reference the relevant arguments stated above with respect to claims 3 and 9 (e.g., that the Office 
Action failed to identify in Ward and Matsuda an implantable device (particularly, a lead adapted 
to assist in conducting electrical signals to and from a heart) having a device body with a cavity 
therein that is distinct from the one or more blood monitoring sensors and any body associated 
therewith). 

Notwithstanding the fact that the references do not teach or suggest all of the elements 
and/or limitations of claim 12, Applicants submit there is legally insufficient motivation to 
combine Ward and Matsuda. To this end, Applicants hereby incorporate by reference the 
relevant arguments stated above with respect to claim 3. 

Because neither Ward nor Matsuda teaches or suggests all of the claimed subject matter 
of Applicants' claim 12, and further because no legally sufficient motivation to combine the 
subject matter of such references has been provided, Applicants respectfully request withdrawal 
of this basis of rejection of claim 12. Claim 13 is dependent on claim 12 and is patentable over 
Ward and Matsuda for the reasons stated above, in addition to the elements and/or limitations in 
such claim. 
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Claims 15 and 16: 

Applicants submit the Office Action has failed to make out a prima facie case of 
obviousness for claims 15 and 16 because, among other things, not all claim elements and/or 
limitations can be found in the cited references (Ward and Matsuda) individually or in 
combination, as required by MPEP § 2142, and because there is legally insufficient motivation to 
combine Ward and Matsuda, as required by In re Lee. 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claim 14 (from which claims 15 and 16 depend), Applicants cannot find (nor has the Office 
Action identified) in Ward nor Matsuda an apparatus "wherein the device body includes a cavity 
therein, and a pre-compressed drug substance is shaped to fit within the cavity," as recited in 
Applicants' claim 15. Applicants again point out that the implantable device having the device 
body and the means for sensing a chemical substance coupled with the device body are separate 
elements. To this end, Applicants hereby incorporate by reference the relevant arguments stated 
above with respect to claims 3 and 14 (e.g., that the Office Action failed to identify in Ward and 
Matsuda an implantable device (particularly, at least one of a lead adapted to assist in conducting 
electrical signals to and from a heart or a cardiac rhythm management device electrically 
couplable to the heart for sensing or stimulation thereof) having a device body with a cavity 
therein that is distinct from the means for sensing a chemical substance and any body associated 
therewith). 

Notwithstanding the fact that the references do not teach or suggest all of the elements 
and/or limitations of claim 15, Applicants submit there is legally insufficient motivation to 
combine Ward and Matsuda. To this end, Applicants hereby incorporate by reference the 
relevant arguments stated above with respect to claim 3. 

Because neither Ward nor Matsuda teaches or suggests all of the claimed subject matter 
of Applicants' claim 15, and further because no legally sufficient motivation to combine the 
subject matter of such references has been provided, Applicants respectfully request withdrawal 
of this basis of rejection of claim 15. Claim 16 is dependent on claim 15 and is patentable over 
Ward and Matsuda for the reasons stated above, in addition to the elements and/or limitations in 
such claim. 



AMENDMENT AND RESPONSE UNDER 37 CFR § 1 .1 1 6 - EXPEDITED PROCEDURE Page 1 7 

Serial Number: 10/677,144 Dkt: 279.437US1 

Filing Date: September 30, 2003 

Title: SENSORS HAVING PROTECTIVE ELUTING COATING AND METHOD THEREFOR 

Claims 20 and 22-23: 

Applicants submit the Office Action has failed to make out a prima facie case of 
obviousness for claims 20 and 22-23, among other things, not all claim elements and/or 
limitations can be found in the cited references (Ward and Matsuda) individually or in 
combination, as required by MPEP § 2142, and because there is legally insufficient motivation to 
combine Ward and Matsuda, as required by In re Lee. 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claim 18 (from which claims 20 and 22-23 depend), Applicants cannot find (nor has the Office 
Action identified) in Ward nor Matsuda a method including disposing or filling "a cavity of the 
device body" with one or more of a drug eluting substance, a capsule formed with a platelet 
inhibitor drug, or a molded drug including a starch, as recited in Applicants' claims 20, 22, and 
23. Applicants yet again point out that the implantable device having the device body and the 
chemical sensor coupled with the device body are separate elements. To this end, Applicants 
hereby incorporate by reference the relevant arguments stated above with respect to claims 3 and 
18 (e.g., that the Office Action failed to identify in Ward and Matsuda an implantable device 
(particularly, a lead adapted to assist in conducting electrical signals to and from a heart or a 
cardiac rhythm management device) having a device body with a cavity therein that is distinct 
from the chemical sensor and any body associated therewith). 

Notwithstanding the fact that the references do not teach or suggest all of the elements 
and/or limitations of claims 20, 22, and 23, Applicants submit there is legally insufficient 
motivation to combine Ward and Matsuda. To this end, Applicants hereby incorporate by 
reference the relevant arguments stated above with respect to claim 3. 

Because neither Ward nor Matsuda teaches or suggests all of the claimed subject matter 
of Applicants' claims 20, 22 and 23, and further because no legally sufficient motivation to 
combine the subject matter of such references has been provided, Applicants respectfully request 
withdrawal of this basis of rejection of claims 20, 22, and 23. 

Claim 19: 

Applicants submit the Office Action has failed to make out a prima facie case of 
obviousness for claim 19 because, among other things, not all claim elements and/or limitations 
can be found in the cited references (Ward and Herweck) individually or in combination, as 
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required by MPEP § 2142, and because there is legally insufficient motivation to combine Ward 
and Herweck, as required by In re Lee. 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claim 18 (from which claim 19 depends), Applicants cannot find (nor has the Office Action 
identified) in Ward nor Herweck a method "wherein disposing the drug eluting substance 
includes painting a drug on the device body," as recited in Applicants' claim 19. According to 
the Office Action, "Ward discloses an implantable sensor . . . wherein a drug eluting polymeric 
coating is disposed as a tape around the perimeter of the sensor," but "does not disclose painting 
the drug directly on the [sensor] body. (Office Action, page 5). To this end, the Office Action 
went on to assert "Herweck suggests that a drug eluting substance can be disposed on the surface 
of an implantable sensor body." (Office Action, page 9; see also page 5). 

As discussed above, the implantable device (such as at least one of a lead adapted to 
assist in conducting electrical signals to and from a heart or a cardiac rhythm management device 
electrically couplable to the heart for sensing or stimulation thereof) having the device body and 
the chemical sensor are separate elements. Accordingly, Applicants cannot find (nor has the 
Office Action identified) all elements and/or limitations of claim 19, such as painting a drug on 
the device body (as opposed to on the sensor body, as asserted by the Office Action). {See 
Office Action, pages 5 and 7). 

Notwithstanding the fact that the references do not teach or suggest all of the elements 
and/or limitations of claim 19, Applicants submit there is legally insufficient motivation to 
combine Ward and Herweck. The Office Action has asserted "[i]t would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the method of 
manufacturing a drug eluting implantable glucose sensor as disclosed by Ward by directly 
painting the drug on the sensor body as taught by Herweck since this allows the sensor to be 
coated with a drug eluting substance." (Office Action, page 5). The Office Action made such 
assertion despite the fact that it previously asserted that Ward, individually, "discloses an 
implantable electrochemical sensor system for measuring blood glucose concentrations wherein 
a drug eluting polymeric coating is disposed as a tape around the perimeter of the sensor to 
prevent fibrotic growth around it." (Id.). 

It appears that the Office Action picked and chose from among individual elements of 
assorted references to recreate the claimed invention without some teaching or motivation in the 
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references to support their use in the particular claimed combination. Applicants submit that 
such picking and choosing is prohibited by Symbol Technologies, Inc. 935 F.2d 1569. 
Motivation to combine requires desirability, not merely a trade-off. Winner International 
Royalty Corp., 202 F.3d 1340. 

Because neither Ward nor Herweck teaches or suggests all of the claimed subject matter 
of Applicants' claim 19, and further because no legally sufficient motivation to combine the 
subject matter of such references has been provided, Applicants respectfully request withdrawal 
of this basis of rejection of claim 19. 

Claims 25 and 26: 

Applicants submit the Office Action has failed to make out a prima facie case of 
obviousness for claims 25 and 26 because, among other things, not all claim elements and/or 
limitations can be found in the cited references (Ward and Goldburt) individually or in 
combination, as required by MPEP § 2142, and because there is legally insufficient motivation to 
combine Ward and Goldburt, as required by In re Lee. 

Claim 25: 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claim 18 (from which claim 25 depends), Applicants submit there is legally insufficient 
motivation to combine the subject matter of Goldburt. As stated in In re Oetiker, '[t]he 
combination of elements from non-analogous sources, in a manner that reconstructs the 
applicant's invention only with the benefit of hindsight, is insufficient to present a prima facie 
case of obviousness." To this, the Office Action responded by asserting that Goldburt was 
"reasonably pertinent to the particular problem with which the application was concern," and 
therefore may be relied upon as a basis of rejection. (Office Action, page 10). According to In 
re Clay, "[a] reference is reasonably pertinent if ... it is one which, because of the matter with 
which it deals, logically would have commended itself to the inventor's attention in considering 
his[/her] problem." 966 F.2d 656, 23 USPQ2d 1058,1060-61 (Fed. Cir. 1992). 

Goldburt "relates to a solid state light modulator structure useful in an apparatus for 
generating an image form a video input signal." (Goldburt, col. 1, lines 20-22). In contrast, 
Applicants' claim 25 recites a method "further comprising mixing a drug with liquid silicone to 
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form the drug eluting substance," which may be disposed on a body of an implantable device 
(such as a lead or a cardiac rhythm management device). The Office Action has failed to shown 
that a person of ordinary skill, seeking to "create a drug eluting substance and disposing it within 
the cavities of an implantable device" would reasonably be expected or motivated to look to a 
method of synthesizing a drug eluting PDMS matrix for use in a solid state light modular 
structure (as recited in Goldburt). (See Office Action, pages 10-1 1). 

Because the combination of elements from non-analogous sources in a manner that 
reconstructs the Applicants' invention only with the benefit of hindsight is insufficient to present 
a prima facie case of obviousness, Applicants respectfully request withdrawal of this basis of 
rejection of claim 25. Claim 26 is dependent on claim 25 and is patentable over Ward and 
Goldburt for the reasons stated above, in addition to the elements and/or limitations in such 
claim. 



Claim 26: 

In addition to the foregoing grounds set forth supporting the patentability of Applicants' 
claims 18 and 25 (from which claim 26 depends), Applicants cannot find (nor has the Office 
Action identified) in Ward nor Goldburt a method "further comprising curing the drug and liquid 
silicone after the drug and liquid silicone are disposed in one or more cavities of the device 
body," as recited in Applicants' claim 26. According to the Office Action, "Ward discloses an 
implantable glucose sensor with multiple cavities 82a-d disposed on the sensor body," but "does 
not indicate that the PDMS mixture is formed by mixing the drug with liquid silicone and then 
curing the mixture to form the solid PDMS." (Office Action, page 5). To this end, the Office 
Action went on to assert "Goldburt teaches that PDMS may readily be synthesized by curing a 
mixture of liquid silicone components." (Id.). 

As discussed above, the implantable device (such as at least one of a lead adapted to 
assist in conducting electrical signals to and from a heart or a cardiac rhythm management device 
electrically couplable to the heart for sensing or stimulation thereof) having the device body and 
the chemical sensor are separate elements. Accordingly, Applicants cannot find (nor has the 
Office Action identified) all elements and/or limitations of claim 26, such as disposing the drug 
and liquid silicone in one or more cavities of the device body (as opposed to a cavity of the 
sensor body, as asserted by the Office Action). (See Office Action, pages 5-6). 
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Because neither Ward nor Goldburt teaches or suggests all of the claimed subject matter 
of Applicants' claim 26, and further because no legally sufficient motivation to combine the 
subject matter of such references has been provided, Applicants respectfully request withdrawal 
of this basis of rejection of claim 26. 
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CONCLUSION 

Applicants respectfully submit that the claims are in condition for allowance and 
notation to that effect is earnestly requested. The Examiner is invited to telephone 
Applicants' attorney at (612) 359-3276 to facilitate prosecution of this application 



If necessary, please charge any additional fees or credit 



overpayment to Deposit Account 



Respectfully submitted, 
QINGSHENGZHUETAL. 
By their Representatives, 

pSbox 2938 ' LUNDBERG * W0ES SNER & KLUTH, P.A. 
MinneapolisJ^J 55402 
(612) 359-3/ 
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